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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 12 February 2003 . 
2a)D This action is FINAL. 2b)[3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1,4-17 and 20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 



6) [3 Claim(s) 1A-17 and 20 is/are rejected; 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
11 )D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)dAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) D The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 4) Q Interview Summary (PTO-413) Paper No(s). . 

2) (Z| Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) E] Notice of Informal Patent Application (PTO-1 52) 

3) ED Information Disclosure Statement(s) (PTO-1 449) Paper No(s) . 6) d Other: 
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Response to Arguments 

Applicant's arguments filed 2/12/2003 with respect to rejection of claims including 
reference to various federal and industry regulations on the basis of 35 USC § 1 12, 2 nd 
paragraph have been fully considered and they are persuasive. Rejection on the basis 
of 35 USC § 1 12, 2 nd paragraph is hereby withdrawn 

Applicant's arguments with respect to rejection of claims 1-20 on the basis of 
prior art have been considered but are moot in view of the new ground(s) of rejection. 

Specification 

The attempt to incorporate subject matter into this application by reference to 49 
C.F.R. § 180, DOT 12095, Rule 88.B.2 and AAR CPC-1094 is improper because wfiefe~ 
possible, claims are to be complete in themselves. Incorporation by reference to a 
specific figure or table "is permitted only in exceptional circumstances where there is no 
practical way to define the invention in words and where it is more concise to 
incorporate by reference than duplicating a drawing or table into the claim. Incorporation 
by reference is a necessity doctrine, not for applicant's convenience." Ex parte Fressola, 
27 USPQ2d 1608, 1609 (Bd. Pat. App. & Inter. 1993) (citations omitted). In this case it 
is practical to include the essential text of the referenced documents. See MPEP § 
608.01 (m) and2173.05(s). 

Claim Objections 

Claims 1 and 17 objected to because of the following informalities: The acronym 
"SSIP" should be spelled out at least once in the claims. 
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Claim 20 is objected to because of the following informality: "accord" should be 
spelled -accordance-. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1, 4-17 and 20 are rejected under 35 U.S.C. 112, first paragraph, as 
containing subject matter which was not described in the specification in such a way as 
to reasonably convey to one skilled in the relevant art that th^in^ntoT(s)7aHhe~time"" 
the application was filed, had possession of the claimed invention. 

Claims 1 an 17 include the limitation "49 C.F.R. 180.509, SSIP, and Rule 
88.B.2." 

An application as filed must be complete in itself in order to comply with 35 
U.S.C. 1 12. Though material may be incorporated by reference (Ex parte Schwarze, 
151 USPQ 426 (Bd. App. 1966)) such material is limited to (1) a U.S. patent, (2) a U.S. 
patent application publication, or (3) a pending U.S. application. "Essential material" is 
defined as that which is necessary to (1) describe the claimed invention, (2) provide an 
enabling disclosure of the claimed invention, or (3) describe the best mode (35 U.S.C. 
112). In this case the references 49 C.F.R. § 180, DOT 12095, Rule 88.B.2 and AAR 
CPC-1094 contain specific inspection locations, methods and procedures essential to 
describing the practice of the instant invention. 
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In any application which is to issue as a U.S. patent, essential material may not 
be incorporated by reference to (1) patents or applications published by foreign 
countries or a regional patent office, (2) non-patent publications, (3) a U.S. patent or 
application which itself incorporates "essential material" by reference, or (4) a foreign 
application, (emphasis added). See MPEP 608.01 (p). 

Claims 4-16 and 20 depending from claims 1 and 17 are rejected for the same 
resason. 

Claim Rejections • 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
McCasland (U.S. Patent 5,856,931) in view of Dunn (paper titled "Integrating RCM with 
Effective Planning and Scheduling - Part 1"). 
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McCasland discloses inspection method and system (title) for trucks (column 1 , 
line 55), manufacturing machines (column 2 line 32), roller coasters, and railroad tanker 
cars (column 3 lines 3-4). The inspection requirements are based on reliability centered 
maintenance (RCM) analyses (column 2 lines 33-38) which predict optimum 
maintenance task intervals based on continually updated past performance and failure. 
The method and system includes a portable device used to direct users to various 
inspection points on various machines (column 6 lines 19-25). The reference to various 
machines with various elements is specifically given by way of example only and the 
reference makes clear that inspection of other types of equipment such as trucks and 
railroad cars is included in the scope of the invention. The figures 2-5 illustrates a 
method directing the user to specific assets such as machines A, B and C and to 
peculiar inspection points on each machine. The hierarchical structure of various 
inspection points on various assets is maintained in a database. This in combination 
with the process of directing the user to these assets is substantively equivalent to the 
instant invention process of selecting from an instruction set a list of one or more sites 
to be inspected for the identified asset or specifically vehicle as in the instant invention. 

As McCasland addresses rail tank cars in general this encompasses all types of 
rail cars including tank cars and regulated and non-regulated cars. McCasland however 
does not teach selecting an item of equipment for inspection based on its regulated and 
non-regulated classification. Nevertheless, Examiner takes Official Notice that it is 
widely known to differentiate inspection processes based on peculiar government 
requirements and one of ordinary skill in the art would have known to select a car by 
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this classification as government inspection requirements apply on the basis of this 
classification. Non-regulated cars obviously do not require government mandated 
inspections and regulated cars do. One of ordinary skill would withhold government 
mandated inspections intended only for regulated cars from non-regulated cars in order 
to save maintenance personnel the unnecessary effort. 

McCasland also discloses that once an optimized "inspection route" or list of 
specific inspection points by asset is determined the invention provides direction to the 
user and instructions for tasks relative to each inspection point (column 3 lines 39-42). 
This is considered substantively equivalent to inspection each of the listed sites in 
accord with the instructions set forth for each of the listed sites in the instruction set"as~ 
in the instant invention. 

McCasland also discloses the user records activities or information by using the 
portable device (column 3 lines 55-58), a module 503 records all tasks performed, 
which equipment was inspection, which equipment was flagged for further attention 
along with quantity of products used to perform inspection, a module 505 which takes 
this information for failure tracking and analysis (column 7 line 33 to column 8 line 4). 
This is considered substantively equivalent to recording data derived from 
implementation of the inspections conducted at each of the list of sites as in the instant 
invention. 

Though McCasland does not expressly recite the method includes requalification 
Examiner takes Official Notice that service requalification is widely known RCM and it 
would have been obvious to one having ordinary skill in the art that once an inspection 
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is successfully carried out an element with no adverse indications would be qualified to 
advantageously remain in service until the next inspection. 

McCasland does not expressly teach aligning various inspection requirements. 

Dunn teaches that before RCM based maintenance tasks (including inspections, 
functional tests, overhauls, services) can be implemented the tasks should first be 
grouped. It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to group or align RCM maintenance task such as inspections 
in consideration of the impact they may have on equipment downtime. 

Claims 4-14 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over McCasland (U.S. Patent 5,856,931) as modified by Dunn (paper titled^! nteg rating - 
RCM with Effective Planning and Scheduling - Part 1") and applied to preceding claims 
above and further in view of 49 CFR 180.509. 

Regarding claim 4, though the references do not expressly teach a visual 
inspection of the tank shell interior and exterior; piping, valves, fittings and gaskets; 
brake rigging, safety appliances, draft system, valves and fittings; closures and 
protective housings on the tank car; and all required markings on the tank car, 49 CFR 
180.509 (hereinafter referred to as "Regulation") requires those responsible for 
maintaining tank cars to ensure continuing qualification and re-inspection of the tank 
shell interior and exterior; piping, valves, fittings and gaskets, safety appliances, valves 
and fittings; closures and protective housings on the tank car; and all required markings 
on the tank car. Though the Regulation does not specifically address brake rigging and 
draft system for continuing qualification the Regulation does include the broad 
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requirement to include any system or element that may effect safety and one skilled in 
the art would have known that faulty brakes or draft system would impair safety. 

As for claims 5, Regulation also requires visual inspection of all fillet welds. 
Though the Regulation does not expressly recite that inspection is required of welds 
that are greater than 1 14" and within 4 feet of a bottom longitudinal centerline of the 
tank car one of ordinary skill in the art would have known where and of what types are 
at greatest risk of failure. 

As for claim 6, Regulation requires the pressure leak testing of all piping in a tank 
car which obviously includes any heating coils that may be found within the tank car. 

As for claim 7, Regulation requires ultrasonic flaw detection on airarcumferential 
butt welds of the tank shell at least within two feet of a bottom longitudinal centerline of 
the tank car. 

As for claim 8, Regulation requires thickness examination of at least one of the 
tank shell, heads, sumps, and nozzles for each of at least one compartment. Though 
regulation is not specific about what type of technique should be used to determine 
material thickness, ultrasonic thickness (UT) determination is perhaps the most widely 
known method where access to both sides with a single instrument is not possible and 
one of ordinary skill would have known to use UT for this purpose. Regulation also does 
not expressly teach measuring the thickness of manways, however one of ordinary skill 
would have known that loss of thickness due to corrosion of manway material would 
jeopardize the safety of anyone walking the manways and that an inspection of the 
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thickness would be in order in view of the Regulation requirement to inspect any 
element of safety on a tank car. 

As for claim 9, Regulation requires inspection of at least one of the thermal 
protection systems, tank head puncture resistance systems, coupler vertical restraint 
systems, and systems used to protect discontinuities to ensure integrity. Though the 
Regulation does not recite which inspection technique should be used, one of ordinary 
skill at the time the invention was made would have known that visual inspection is the 
simplest, requiring no specialized equipment but for perhaps a magnifying lens. 

As for claim 10, Regulation requires testing the pressure relief device with air to 
ensure conformance with start-to-discharge pressure requirements. Regulation also 
requires removing the pressure relief device from the tank car and inspecting for proper 
thickness. Improper thickness is an indication of corrosion damage. Though regulation 
is not specific about the use of visual inspection as the inspection method of choice, 
visual inspection is advantageous for reasons previously stated. 

As for claim 1 1 , Regulation requires inspecting the lining if any. 

As for claim 12, Regulation requires performing a leakage pressure test of any 
compartment of a tank and all fittings and openings corresponding to the compartment. 

As for claims 13, 14 and 20, Regulation requires inspection of any welds for 
defects and damage. One of ordinary skill would have known this includes the various 
types of welds enumerated in the instant invention. 

Allowable Subject Matter 
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Claims 15 and 16 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 
matter: 

The prior art does not disclose or suggest in addition to the limitations of the 
preceding claims the inspection method also including for a jacketed tank car having a 
fiber insulation system; creating plural cutout areas in the car jacket corresponding to 
welds to be inspected; removing all the insulation material from the areas; pushing the 
insulation away from the entire areas of the welds to be inspected and"inspecting~the 
welds using a flexible boroscope. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charles Garber whose telephone number is (703) 308- 
6062. The examiner can normally be reached on 6:30 a.m. to 3:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hezron Williams can be reached on (703) 305-4705. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
308-7725 for regular communications and (703) 308-7725 for After Final 
communications. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 
4900. 



cdg 

March 3, 2003 



HELEN KWOK 
PRIMARY EXAMINER 



